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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^| Responsive to communication(s) filed on 31 January 2008 . 
2a )□ This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-29 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) L~H The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 27 June 2001 is/are: a)^ accepted or b)^ objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 



Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claims 1, 6, 11, 12, 13, 14, 15, 18 & 24 provisionally rejected under 35 

U.S.C. 101 as claiming the same invention as that of claims 1, 5, 8, 9, 10, 11, 12, 15, & 
1 9 of copending Application No. 09/892424. This is a provisional double patenting 
rejection since the conflicting claims have not in fact been patented. 



3. The subject matter claimed in the current application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 
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The independent claims of the copending application 09/892424 are a mirror image to 
the current application except the copending application recites "Performance data" 
whereas the current application recites "Execution data". The definition of "Execution 
data" in 09/892435 is identical to the definition of "Performance data" defined in the 
specification of application 09/892424. 
The specification of 09/892435 on pages 5 & 6 states: 

the vendor <k&* hardware, software, services). Note that the term "execution data'* as 
25 used herein is a very broad term that cat* include aaylMog thai can tse measured as the 

IBM Docket No. ROC9200 1 01 MUSI 5 

co nputci -\ runs or sfLt t runs One e\ar pie of execution dak ts per u) wiatict d J'.a 
colkaedbv <m opciatiag sy«t«r\ 3b\;npfc of cetUin jxifc unco data mdudc CPU 
"l h/ation. avc 'labk raenory, cache atio, response t rre. disk utUiiwrtioi. I O rate. 

The specification of application 09/892424 on pages 5 & 6 states: 
? 5 addtt jonal products front the \ endor i e , h<;rdw .tc, soiK\ ;» e\ *ers ices > K\»tc ih*u the 



i 1 JM Docket No R^)C92t)0f)0: t )g-LS 1 
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tern "ptrfornvnce dat/' as ujtv herein ^ a \ vr> broad term tna* can licIlcL jmthitu 
tha* caii effect or meu^re the petferinanee of a computer ^ stern I xampL^ vi i ^ani 
performance dai t t include OPt J utilisation, available roemor\ , each** h i ratio, nspfm-v 
■^ne. da 'k utdiAifuin. VO iate. LAN ui<li/a: on, etc- 

C/a/m Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 18, 20-23, 24, 26-29 directed to non-statutory subject matter. A program 
product without being stored on a tangible storage medium is basically software and is 
therefore non-statutory. Additionally claim 26 stating that a signal bearing media can be 
a transmission media falls in the software category and is therefore non-statutory. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ASGHAR BILGRAMI whose telephone number is 
(571)272-3907. The examiner can normally be reached on 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J. Flynn can be reached on 571-272-1915. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AB 

/Nathan J. Flynn/ 

Supervisory Patent Examiner, Art Unit 2154 
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